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DETAILED ACTION 

1. Claims 1-22 have been examined. Application 09/821,589 (METHOD OF 
PROVIDING INFORMATION AND SYSTEM USING THE METHOD) has a filing date 
03/29/2001 and foreign priority date 02/28/01. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 
1999 (AIPA) and the Intellectual Property and High Technology Technical Amendments 
Act of 2002 do not apply when the reference is a U.S. patent resulting directly or 
indirectly from an international application filed before November 29, 2000. Therefore, 
the prior art date of the reference is determined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-10 and 12-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Erlichman (U.S. 6,790,138). 

As per claim 1 , Erlichman teaches: 

A method of providing information with which a computer of a party providing 
information on commodities, services, advertisements and the like and a plurality of 
terminals of parties receiving information on commodities, services, advertisements and 
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the like are connected to a network, and said computer of a party providing information 
provides information on commodities, services, advertisements and the like to said 
terminals of parties receiving information over said network, wherein said computer of a 
party providing information provides advertisements of one or a plurality of corporations 
and also provides quizzes corresponding to said advertisements of said corporations, 
and said terminals of parties receiving information input answers to said quizzes 
provided by said computer of a party providing information and also input identification 
numbers for distinguishing contestants (see column 3, lines 30-35; column 6, line 25 - 
column 7, line 14; column 8, lines 53-67). 
As per claim 2, Erlichman teaches: 

A method of providing information according to claim 1, wherein said 
corporations include non-profit organizations (see column 13, lines 15-16). 
As per claim 3, Erlichman teaches: 

A method of providing information according to claim 2, wherein said non-profit 
organizations include local self-governing bodies (see column 13, lines 15-16). 
Erlichman does not expressly teach local self-governing, however it would be inherent 
that self-governing bodies charities institutions would use the Erlichman system to 
advertise themselves. This feature would not patentably distinguished the claimed 
invention from the prior art. 

As per claim 4, Erlichman teaches: 
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A method of providing information according to claim 1, wherein said computer of 
a party providing information notifies said terminals of parties receiving information 
whether said answers to said quizzes are correct or not (see column 6, lines 25-67). 

As per claim 5, Erlichman teaches: 

A method of providing information according to claim 1, wherein said computer of 
a party providing information provides information relating to said answers to said 
quizzes to said terminals of parties receiving information (see column 6, lines 25-67). 

As per claim 6, Erlichman teaches: 

A method of providing information according to claim 5, wherein said information 
relating to said answers to said quizzes includes information on commodities, services, 
advertisements and the like relating to advertisements that the contestants of said 
quizzes see (see column 6, lines 26-67). 

As per claim 7, Erlichman teaches: 

A method of providing information according to claim 1, wherein said computer of 
a party providing information provides said quizzes and, at the same time, provides a 
questionnaire to said terminals of parties receiving information, and collects answers to 
said questionnaire (see column 6, lines 50-67). 

As per claim 8, Erlichman teaches: 

A method of providing information according to claim 7, wherein in said 
questionnaire, first quizzes are provided when said terminals of parties receiving 
information access said computer of a party providing information (see figure 3b) t 
second quizzes are provided when advertisements provided by said computer of a party 
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providing information are clicked on said terminals of parties receiving information (see 
figure 3a), third quizzes are provided when said terminals of parties receiving 
information enter a contest for prizes provided by said computer of a party providing 
information, and said computer of a party providing information thus collects answers to 
respective items of said questionnaire (see column 9, line 45 - column 10, line 6). 
As per claim 9, Erlichman teaches: 

A method of providing information according to claim 7 wherein said computer of 
a party providing information performs predetermined data analysis based on said 
collected answers to said questionnaire (see column 1, lines 35-60). 

As per claim 10, Erlichman teaches: 

A method of providing information according to claim 1 wherein said terminals 
are computers (see column 11, lines 45-65). 
As per claim 12, Erlichman teaches: 

A system for providing information with which a computer of a party providing 
information on commodities, services, advertisements and the like and a plurality of 
terminals of parties receiving information on commodities, services, advertisements and 
the like are connected to a network, and said computer of a party providing information 
provides information on commodities, services , advertisements and the like to said 
terminals of parties receiving information over said network, wherein said computer of a 
party providing information is provided with fifth means for providing advertisements of 
one or a plurality of corporations and sixth means for providing quizzes corresponding 
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to said advertisements of said corporations. Claim 12 contains the same limitations as 
claim 1 therefore the same rejection is applied. 
As per claim 13, Erlichman teaches: 

A system for providing information according to claim 12, wherein said 
corporations include non-profit organizations. Claim 13 contains the same limitations as 
claim 2 therefore the same rejection is applied. 

As per claim 14, Erlichman teaches: 

A system for providing information according to claim 12, wherein said non-profit 
organizations include local self-governing bodies. Claim 14 contains the same 
limitations as claim 3 therefore the same rejection is applied. 

As per claim 15, Erlichman teaches: 

A system for providing information according to claim 12 wherein said computer 
of a party providing information is provided with seventh means for notifying said, 
terminals of parties receiving information whether said answers to said quizzes are 
correct or not. Claim 15 contains the same limitations as claim 4 therefore the same 
rejection is applied. 

As per claim 16, Erlichman teaches: 

A system for providing information according to claim 12 wherein said computer 
of a party providing information is provided with eighth means for notifying information, 
relating to said answers to said quizzes to said terminals of parties receiving 
information. Claim 16 contains the same limitations as claim 5 therefore the same 
rejection is applied. 
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As per claim 17, Erlichman teaches: 

A system for providing information according to claim 16 , wherein said 
information relating to said answers to said quizzes includes information on 
commodities, services, advertisements and the like relating to advertisements that the 
contestants of said quizzes see. Claim 17 contains the same limitations as claim 6 
therefore the same rejection is applied. 

As per claim 18, Erlichman teaches: 

A system for providing information according to claim 12 wherein said computer 
of a party providing information is provided with ninth means for providing quizzes and, 
at the same time, providing a questionnaire to said terminals of parties receiving 
information, and collecting answers to said questionnaire. Claim 18 contains the same 
limitations as claim 7 therefore the same rejection is applied. 

As per claim 19, Erlichman teaches: 

A system for providing information according to claim 18 , wherein with said ninth 
means, first quizzes are provided when said terminals of parties receiving information 
access said computer of a party providing information, second quizzes are provided 
when advertisements provided by said computer of a party providing information are 
clicked on said terminals of parties receiving information, third quizzes are provided 
when said terminals of parties receiving information enter a contest for prizes provided 
by said computer of a party providing information, and said computer of a party 
providing information thus collects answers to respective items of said questionnaire. 
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Claim 19 contains the same limitations as claim 8 therefore the same rejection is 
applied. 

As per claim 20, Erlichman teaches: 

A system for providing information according to claim 18 wherein said computer 
of a party providing information is provided with tenth means for performing 
predetermined data analysis based on said collected answers to said questionnaire. 
Claim 20 contains the same limitations as claim 9 therefore the same rejection is 
applied. 

As per claim 21 , Erlichman teaches: 

A system for providing information according to claim 12, wherein said terminals 
are computers. Claim 21 contains the same limitations as claim 10 therefore the same 
rejection is applied. 

Claim Rejections - 35 (JSC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Erlichman (U.S. 6,790,138) in view of Mankovitz (U.S. 6,253,069). 

As per claim 1 1 , Erlichman teaches: 

A method of providing information according to claim 1 but fails to teach wherein 
said terminals are cellular phones. However, Mankovitz teaches a system that permits 
users to participate in contests and quizzes using cellular phones (see column 3, lines 
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54-65). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the application was made, to know that Erlichman would allow users to 
participate in contests, puzzles or quizzes using cellular phones, as taught by 
Mankovitz. This feature would give users of the Erlichman system other avenues beside 
the Internet to participate in the Erlichman's prize system. 
As per claim 22, Erlichman teaches: 

A system for providing information according to claim 12, but fails to teach 
wherein said terminals are cellular phones. Claim 22 contains the same limitations as 
claim 11 therefore the same rejection is applied. 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 703-306- 
5933. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W STAMBER can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 





Daniel Lastra 



September 2, 2004 



